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REMARKS 



In the Final Office Action dated November 24, 2009 the Examiner rejected 
claims 16, 28 to 30 and 33 under 35 U.S.C. § 102(e) as being anticipated by U.S. 
Patent No. 6,263,236 to Kasinkas et al. (Kasinkas). Applicant requests a pre- 
appeal brief review of the final rejection of these claims based upon the following 
clear error: 

(1) The Examiner's determination that Kasinkas discloses all of the 
limitations of claim 16 is erroneous since the Examiner applied an incorrect legal 
standard by combining elements disclosed by Kasinkas in different, alternative 
embodiments to support the rejection 

Claims 16 and 28 are the only pending independent claims. Each is 
directed to a device for removing material from a vessel wall at a vascular site. 
The device includes a cage and a material removing element. The cage has a 
plurality of openings and an inner surface which defines a cavity. The cage is 
moveable from a collapsed position to an expanded position. The cage is 
configured such that when the cage is in the expanded position at the vascular site 
material from the vessel wall extends from the vessel wall into the openings. The 
cage is releasable so that the cage may be left within the patient. The material 
removing element is positioned within the cavity and is configured to be moveable 
along the inner surface of the cage to remove material from the vessel wall which 
extends through the openings. Claim 1 6 further recites that the plurality of 
openings are formed by rigidly connected elements. 

In rejecting claim 16 the Examiner states that Kasinkas discloses a cage 18 
which is moveable from a collapsed position to an expanded position, the cage 
having a plurality of openings in the expanded position, the openings being 
formed by rigidly connected elements 20b. The Examiner states that Kasinkas 
includes a material removing element 20c positioned within the cage to remove 
the material from the vessel wall extending into the cage when the cage is in the 



expanded position. The Examiner further states that the material removing 
element is configured to be movable along the inner surface of the cage to remove 
the material extending into the openings and cites to Kasinkas, col. 6, lines 15 to 
20 in support of that statement. 

Applicant submits that if Kasinkas is reviewed under the correct legal 
standard Kasinkas does not disclose a device which anticipates claim 16. In Net 
MonevlN. Inc. v. VeriSign. Inc .. 545 F. 3d. 1359. 1371 (Fed. Cir. 2008) the 
Federal Circuit clarified that "unless a reference discloses within the four comers 
of the document not only all of the limitations claimed but also all of the 
limitations arranged or combined in the same way as recited in the claim, it cannot 
be said to prove prior invention of the thing claimed and, thus, cannot anticipate 
under 35 U.S.C. § 102." As stated in more detail above, claim 16 is directed to a 
device which is comprised of a number of elements including (1) a cage having a 
pluraHty of openings formed by (2) rigidly connected elements, and (3) a material 
removing element positioned within the cage cavity. According to the Examiner 
Kasinkas discloses a cage 18 having a plurality of openings formed by rigidly 
connected elements 20b and a material removing element 20c positioned within 
the cage cavity. 

The error in this rejection is that the Examiner has identified elements from 
different embodiments of Kasinkas as disclosing the invention of claim 16. In 
other words, the elements disclosed in Kasinkas which the Examiner identifies as 
disclosing the Hmitations of claim 16 are not arranged or combined by Kasinkas in 
the same way as recited in claim 16. Element 20b is one form of an expansion 
mechanism shown, for example, in the embodiments of FIGS. 7 and 8. The 
embodiments of FIGS. 7 and 8 have cage wires 32 that are expanded by retraction 
of a pull wire 34. (Kasinkas, col. 5, lines 5 to 9). Element 20c is an alternative 
shape memory expansion mechanism of a separate embodiment shown, for 
example, in FIGS. 9 and 10. (Kasinkas, col. 5, lines 16 to 29). As a matter of fact 
Kasinkas discloses numerous embodiments of an expandable energy delivering 



catheter, each having an expansion mechanism comprising one of elements 20 
(FIGS. 1, 2 and 6), 20A (FIG. 3), 20B (FIGS. 7 and 8), or 20C (FIGS. 9 and 10). 
These alternative expansion mechanisms function to expand to cause a distributor 
18 to come into contact with the wall of a vessel lumen. (Kasinkas, col. 5, lines 43 
to 50). No single embodiment disclosed by Kasinkas includes more than one 
expansion mechanism. More specifically, Elements 20b and 20c are not disclosed 
together as elements of a single embodiment. This is understandable since 
elements 20b and 20c are merely alternatives of the same element. Kasinkas does 
not disclose nor teach that elements 20b and 20c would be used together in the 
same embodiment. Since these elements provide the same function there would 
clearly be no reason to combine them in a single embodiment. Thus, Kasinkas 
does not disclose all of the limitations of claim 16 arranged or combined in the 
same way as recited in the claim. The rejection of claim 16 as being anticipated 
by Kasinkas is, therefore, improper because it is based on a combination of 
features of different embodiments of the same reference, contrary to the proper 
legal standard. Claims 63 and 64 depend from claim 16 and are allowable for at 
least the same reasons as claim 16. 

Conclusion 

The Examiner's rejection of claim 16 as being anticipated by Kasinkas is 
clearly erroneous for the reasons set forth above. Therefore, the rejection of claim 
16 and claims 63 and 64 which depend therefrom should be withdrawn. Applicant 
respectfully requests pre-appeal brief review of the issue. 



